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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement (IDS) submitted on 1/31/2002 was filed 
after the mailing date of the application on 1/31/2002. The submission is in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is 
being considered by the examiner. 

Claim Rejections • 35 USC § 101 

1 . 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 11-20 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

In order for the claimed invention to be statutory subject matter, the claimed 
invention must fall within one of the four statutory classes of invention as set forth in § 
101 (i.e. (1) a process, (2) machine (apparatus), (3) manufacture (article of 
manufacture), or (4) composition of matter). 

In the present case, system claim 11 is directed to a "program or module", which 
Is not within one of the classes of Invention set forth in § 101. 

The "program or module" comprising the following elements: 

a) a client organization that provides at least one search parameter for an 
electronic service; 

b) at least one service provider organization for publishing an e-service 
description in a predetermined format; and 
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c) a discovery agent for use by the client organization; wherein the discovery 
agent receives the search parameter and provides at least one e-sen/ice that matches 
the search parameter. 

are merely a disembodied abstract idea and do not produce a (1) useful and (2) 
tangible, and (3) concrete result . 

Claim RejecUons - 35 USC §112 

2. Claims 1-1 0 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite forfaiting to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

(1) In claim 1, it's not clear the relationship between "prospective e-services" of 
(b) and "prospective services" of (c.) or (d)? 

3. (2) Claims 1 2-1 4 recites the limitation "the client agent" in line 1 . There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action; 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in tinis or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 
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Claim Rejections - 35 USC § 103 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at Issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 1-10, 11-20 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over wvm.aooaie.com (Jan. 
19, 2001) (by web.archive.org). 

Claim 1 reads as followed: 
1 . A method for publication and discovery of e-services in a system having a client 
organization, a discovery agent, a client agent, and one or more service provider 
organizations that provide e-services, the method comprising the steps of: 

a) the service provider organizations publishing at least one e-service description 
in a predetennined format; 

b) the client organization employing a discovery agent to find prospective e- 
services based on one or more search parameters; 

c) the discovery agent providing prospective services that satisfy the search 
parameters; and 
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d) the client organization utilizing the client agent to programmatically connect to 
one or more prospective services by employing a protocol that Is compatible with the 
service provider organizations. 

Similarly, www.google.com discloses: 

a method for publication and discovery of e-services in a system having a client 
organization (your site), a discovery agent, a client agent, and one or more service 
provider organizations that provide e-services, the method comprising the steps of: 

a) the service provider organizations (google.com) publishing at least one e- 
service description in a predetermined format {page 3/1 1 , left column with description of 
services provided by google.com); 

b) the client organization employing a discovery agent to find prospective e- 
services based on one or more search parameters {either (1) Custom Websearch or (2) 
Custome SiteSearch}; 

c) the discovery agent providing prospective services that satisfy the search 
parameters {inherently included to carry out/provide the result of the search}; and 

d) the client organization utilizing the client agent to programmatically connect to 
one or more prospective services by employing a protocol that is compatible with the 
service provider organizations {inherently included when the result of the search is 
provided upon a request by a "your site visitor" searching on the Internet on WebSearch 
or SiteSearch, as shown on page 3}. Surely, the protocol has to be compatible with the 
service provider organization (google.com) for the system to work. Alternatively, it 
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would have been obvious to a sl<illecl artisan to set up a protocol that is compatible for 
the client organization to work with the google.com. 

As for dep. claims 2-3 (part of 1 above) which appear to be dealt with further 
limitation of the e-services, i.e. to be published in a location, since this is passively 
written "are published", they are interpreted as "being capable of and have very little 
patentable weight in a method claim. Moreover, these are taught in google.com as 
www.aooQle.com . 

As for dep. claim 4 (part of 1 above) deal with well known search parameter, i.e. 
keywords, category, etc., these are taught in www.aooQle.com. pages 3, 6-7. 

As for dep. claims 5-7 (part of 1 above) deal with well known protocol features, 
these are inherently or taught in www.aooale.com . pages 3, 6-7. Moreover, the use of 
other well known protocol features would have been obvious as mere using other 
similar well known protocol features. 

As for dep. claims 8-10 (part of 1 above) deal with well known information 
description on the Internet and wherein the information are about the e-services, these 
are inherently or taught in www.aooale.com . pages 3, 6-7. Moreover, the use of other 
well known protocol features would have been obvious as mere using other similar well 
known protocol features. 

As for independent system Claim 1 1 , it reads as followed: 

1 1 . A system for comprising: 

a) a client organization that provides at least one search parameter for an 
electronic service; 
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b) at least one service provider organization for publishing an e-service 
description In a predetermined format; and 

c) a discovery agent for use by the client organization; wherein the discovery 
agent receives the search parameter and provides at least one e-service that matches 
the search parameter. 

Basically, this reads over the system to carry out the Independent method claim 1 
as cited above, and therefore, it's rejected over the respective system of 
www.google.com used to carry out the rejection of method claim 1 cited above. 

As for dep. claims 12-14 (part of H above) which appear to be dealt with further 
limitation of the discovery agent and the client agent, since these are passively written 
"are disposed", they are interpreted as being capable of and have very little patentable 
weight in a system claim. Moreover, these are taught in google.com as 
www.QOoale.com . 

As for dep. claims 15-17 (part of H above) which appear to be dealt with further 
limitation of the discovery agent, these are taught In the searching engine of google.com 
as www.aooQle.com . Moreover, the use of other well known searching 
units/generators would have been obvious as mere using other similar well known 
protocol features. 

As for dep. claims 17-20 (part of H above) which basically have the similar 
limitations as in dep. claims 7-10 respectively cited above, they are rejected for similar 
reasons as shown in dep. claims 7-10 above. 

No claims are allowed. 
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7. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through private PAIR only. 
For more information about the PAIR system, see httD://pair-dir ect@uspto.aov. Should 
you have any questions on access to the private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll free). 

In receiving an Office Action, It becomes apparent that certain documents are 
missing, e. g. copies of references. Forms PTO 1449, PTO-892, etc., requests for 
copies should be directed to Tech Center 3600 Customer Service at (571) 272-3600, or 
e-mail CustomerService3600@uspto.QOv . 

Any inquiry concerning the merits of the examination of the application should be 
directed to Dean Tan Nouven at telephone number (571 ) 272-6806 . My work schedule 
is normally Monday through Friday from 6:30 am - 4:00 pm. I am scheduled to be off 
every other Friday. 

Should I be unavailable during my normal working hours, my supervisor John 
Weiss can be reached at (571)272-6812 . 

The main FAX phone numbers for formal communications concerning this 
application are f57H 273-8300 . My personal Fax is (6711223:6806. Informal 
communications may be made, following a telephone call to the examiner, by an 
informal FAX number to be given. 
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